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15

court should have ruled, as a matter of law, in Computer's favor on the

laches issue."

Moreover, Motor simply adopts, without analysis, the notion that the

"progressive encroachment" doctrine of trademark infringement applies to

trademark dilution. As explained in Computer's opening brief (COB 51-52);

the progressive encroachment doctrine has no application in the dilution

context, for it "would require the court to ignore [the language stating that

dilution exists without competition] and tum the original dilution doctrine on

its head-dilution would not occur until the parties were in competition.':"

AM General, 311 F.3d at 823.

Motor's last-ditch attempt to avoid the defense of laches is to claim

that Computer has "unclean hands." This claim is apparently based upon the

district court' s belief that Computer deliberately sought to capitalize upon

initial interest confusion. While Computer disagrees vehemently with the

district court's conclusion, both as a matter of law and as a matter of fact

Motor does not dispute that Computer was prejudiced by Motor's
delay.

16 Motor quotes Professor McCarthy in support of the claim that laches
should be measured "from the date that defendant's acts first significantly
impacted on plaintiffs good will and business reputation" (MOB 47,
quoting McCarthy, §31.19) without informing this Court that McCarthy is
referring to the progressive encroachment doctrine as applied to
infringement.
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(see ER 894-904 (Uzi Nissan's explanation of how he came to have

automobile advertising on his site)), the important point for present purposes

is that the allegation of deliberate infringement has nothing to do with the

issue of unclean hands as regards dilution. "[U]nclean hands does not

constitute 'misconduct in the abstract, unrelated to the claim to which it is

asserted as a defense. '" Jarrow, 304 F.3d at 841. Motor points to no

evidence-because there is none-that Computer engaged in unclean hands

with regard to the claims of dilution. Moreover, Motor waived this claim by

failing to raise it below.

IV. THE DISTRICT COURT ERRED IN DETERMINING AS

A MATTER OF LAW THAT COMPUTER HAD

CREATED ACTIONABLE "INITIAL INTEREST

CONFUSION."

At the risk of belaboring the obvious, we note once more that Motor's

defense of the district court's partial summary judgment on infringement

misstates the standard of review. Motor claims that "the District Court did

not clearly err in finding a likelihood of initial interest confusion." MOB 48.

Under a de novo standard of review, there are disputed issues of fact as to

whether there was initial interest confusion.
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Motor's response to Computer's argument that initial interest

confusion in the Internet context requires deliberate action to "draw" users

to a web site is simply silence. But as the court in Bigstar Entertainment,

Inc. v. Next Big Star, Inc., 105 F.Supp.2d 185,209 (S.D. N.Y. 2000) has

explained this Court found initial interest confusion in Brookfield because

defendants had "knowing[ly} or intentional[ly} use[d] plaintiffs mark in

defendant's metatags." Emphasis added.

The reason that deliberate misleading should be required for initial

interest confusion in the Internet context lies in the limited number of

domain names available and the ease with which Internet users may access

information. If the owner of a well-known (but not famous) mark such as

NISSAN could claim that another user of a domain name was creating

"initial interest confusion" simply by using a domain name that incorporates

or resembles NISSAN, then Motor would essentially have a monopoly on

the use of the word "Nissan" on the Internet. See Interstellar Starship

Services Ltd. v. Tchou, 304 F.3d at 944 (use of common term as an Internet

domain name is not likely to cause initial interest confusion).

Moreover, Motor ignores the factual dispute whether users coming to

nissan.com might be "captured" by the automobile-related advertising they

might have seen there. See COB 63-64. Given that "actionable initial

46



interest confusion on the Internet is determined, in large part, by the

relatedness of the goods offered and the level of care exercised by the

consumer" (Interstellar Starship Services 304 F.3d at 945), and given that

anyone looking to purchase an automobile is likely to exercise a great deal

of judgment, the court erred in concluding, as a matter of law, that the few
~ _ _. r

automobile-related advertisements running on nissan.com created initial

interest confusion.

Motor also argues-albeit elliptically-that the district court

somehow erred in granting summary judgment to Computer on the issue of

infringement as applied to non-auto-related advertising. Motor ignores the

touchstone of all infringement-the likelihood of consumer confusion.

Motor does not explain how a consumer looking for Motor products who

"took a stab" at finding Motor's website by typing in "nissan.com" was

likely to be "confused" ifhe or she found Computer's website offering non-

auto-related goods.

If there were any doubt as to the propriety of the district court's

decision to grant summary judgment to Computer as to non auto-related

advertising, it would be dispelled by this Court's decision in Interstellar

Starship Services. As noted, this Court pointed out that "actionable initial

interest confusion on the Internet is determined, in large part, by the
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relatedness of the goods offered and the level of care exercised by the

consumer." 304 F.3d at 945. In light of this holding, Motor's claim that "it

should not matter, for purposes of initial interest confusion ... whether a

customer is led past the point of sale to purchase the closely related good or

service of a competitor" (MOB 51, emphasis in original) is revealed to be

the ipse dixit that it is.

V. THE DISTRICT COURT'S DECISION TO TREAT

COMPUTER AND THE INTERNET CENTER AS ALTER

EGOS IS UNSUPPORTED BY THE EVIDENCE.

In its opening brief, Computer argued that the court's decision to find

The Internet Center ("TIC") liable as an alter ego of Computer was based

upon the faulty conclusion that, because an Internet user could follow a

lengthy series of links from nissan.com to a website owned by TIC and from

thence to automobile-related sites, the latter had somehow "diluted" the

NISSAN mark. Motor does not even address, much less refute, the

argument that dilution liability cannot and should not be premised upon a

series of links between one website and another. COB 55-57. The danger to

First Amendment values and to the commercial prospects of the Internet

implicit in holding a website operator liable because the site is linked,

through a series of intermediate steps, to a website featuring a trademark is
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so obvious it hardly needs explication. Since Motor's response to this

argument is a deafening silence, we will not discuss the issue further. See

Voice-Tel Enterprises, Inc. v. Joba, Inc., 258 F.Supp.2d 1353, 1363 (N.D.

Ga. 2003) ("to extend a claim for dilution to a hyperlink situation would

extend the statute far beyond its intended purpose")

Moreover, Motor's defense of the district court's decision that TIC is

an alter ego of Computer misstates (yet again) the standard of review. Motor

cites Bd. Of Trustees v. Valley Cabinet & Manu! Co., 877 F.2d 769,772

(9th Cir. 1989) for the proposition that this Court reviews a determination as

to alter ego status for clear error. MOB 53. Motor apparently fails to

comprehend that this Court reviews a factual determination made after a

bench trial-as in Bd. ofTrustees-under a different standard than it does

after a grant of summary judgment.

Viewed under the proper standard of review, there was, at the least, a

disputed issue of fact with respect to whether TIC was the alter ego of

Computer. Since we discuss that evidence at length in the opening brief

(COB 59-60), we will not repeat it here.

Motor's defense of the court's factual finding that it would be unjust

to respect the corporate form deserves more consideration. Motor overlooks

the relevant issue-which is whether respecting separate corporate
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existences will somehow harm Motor-in favor of an accusation that

Computer and TIC together somehow conspired to injure Motor. See MOB

55. But that accusation, even if it were accurate (for the reasons described in

Computer's opening brief, it is not-see COB 60), does not justify holding

the two corporations liable as alter egos. Holding TIC and Computer

separately liable-to the extent there is liability at all-would not work any

injustice because there is no evidence to support the district court's

speculation that Computer might hide assets using TIC.

VI. THE COURT'S INJUNCTION IS AN

UNCONSTITUTIONAL CONTENT-BASED PRIOR

RESTRAINT ON SPEECH.

Motor's defense of the district court's order prohibiting Computer

from posting a particular type of noncommercial content on nissan.com, or

links to such content, ignores the elephant in the room: the injunction is a

content based prior restraint. Motor's attempt to justify the restriction on

the basis that Computer has other avenues for promulgating its message is

simply irrelevant. As the Supreme Court has explained, such an argument

is equivalent to arguing that a statute could ban leaflets on certain
subjects as long as individuals are free to publish books. . .. [O]ne is not
to have the exercise of his liberty of expression in appropriate places
abridged on the plea that it may be exercised in some other place.
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Reno v. American Civil Liberties Union, 521 U.S. 844, 880 (1997)

(emphasis in original, internal quotation marks omitted).

Motor's attempt to avoid the First Amendment implications of the

injunction mischaracterizes the holdings of other cases striking down

content-based restrictions. Contrary to Motor's claims, the courts in such

cases were not addressing "attempts to stamp out the constitutionally

protected expression of particular ideas, viewpoints, or messages in all of

their manifestations and wherever they might appear." MOB 56, emphasis

in original. Rather, the courts were addressing attempts, like Motor's here,

to regulate the content of speech in specific forms or fora, while leaving the

speaker free to express his or her message in another form or forum.

Thus, the ordinance at issue in R.A. V. v. St. Paul, 505 U.S. 377 (1992)

proscribed the "placement" of racially offensive symbols on public or

private property, but did not purport to prohibit such symbols in books,

pamphlets or Internet sites. Similarly, in Mattei, Inc. v. MCA Records, the

plaintiff was not attempting to enjoin any speech lampooning "Barbie's"

image, but to prohibit use of the trademark in a particular pop song. 296

F.3d at 903. And in Hoffman v. Capital Cities, 255 F.3d 1180 (9th Cir.

2001), the actor Dustin Hoffman was attempting to control the use of his
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photograph in a magazine, not all speech commenting upon his role in the

movie "Tootsie."

Motor is attempting to suppress critical speech under the claimed

rationale that the speaker has ample avenues elsewhere to promote his or her

views. But such a "time, place and manner" analysis is irrelevant to a

content-based restriction. Ward v. Rock Against Racism, 491 U.S. 781, 791

(1989); S.D. C., Inc. v. County ofClark, 152 F.3d 1136, 1145 (9th Cir. 1998).

In addition, Motor's claim that critical speech can be suppressed because

the district court allegedly could have banned all speech at nissan.com is

also irrelevant, because, assuming solely for the sake of argument that the

district court had such a power, it nevertheless could not prohibit only

speech that was critical of Motor. Reno, 521 U.S. at 880.

Moreover, like the defendants in the content-discrimination cases

discussed above, Computer's exercise of its First Amendment rights is

inextricably intertwined with constitutionally protected expression. Uzi

Nissan has been prohibited from using property owned by his company,

identified with his surname, as a forum for criticizing Nissan Motor. 17

By adopting a trademark that consists of a common surname, used by
scores of other businesses, Motor accepted the risk that the surname might
be used in a manner of which it disapproved.
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Using his surname is a critical part ofUzi Nissan's expressive message.

Any person who heard about this controversy and wished to hear Uzi

Nissan's side would naturally go to his website, nissan.com. To deprive Mr.

Nissan of the right to use his own property, identified with his name, is to

rob his message of its effectiveness.

Motor's claim that "the First Amendment is not even implicated" here

(MOB 58) is disingenuous, in light of the content of the injunction. As

described at greater length in Computer's opening brief (COB 70) the

injunction does not control the use of nissan.com as a "source identifier,"

rather, it controls the content of what can appear on a website at that address.

Moreover, the district court had already ruled that Computer did not create

source confusion. ERI716-17. The injunction is thus a regulation of

speech, pure and simple. As this Court recently reaffirmed in Mattei Inc. v.

Walking Mountain Productions, _ F.3d _,2003 WL 23018285 (9th Cir.

Dec. 29, 2003), the FTDA does not allow trademark holders to censor

noncommercial speech of which they disapprove simply because that speech

uses the trademark. See also CPC International, Inc. v. Skippy, Inc., 214

F.3d 456 (4th Cir. 2000) (website at "skippy.com" that criticized owner of

"Skippy" trademark was not commercial speech, notwithstanding that

criticism had a commercial effect).
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Motor principally relies upon San Francisco Arts & Athletics, Inc., to

defend the scope of the court's injunction. The statute at issue in that case,

however, gave the United States Olympic Committee ("USOC") "the right

to prohibit certain commercial and promotional uses of the word 'Olympic'

and various Olympic symbols." 483 U.S. at 526, emphasis added. Although

the Supreme Court found that the USOC could bar use of the word

"Olympic" for the "Gay Olympic Games," it did so largely because the

defendant intended to use the mark to sell goods that would give rise to

"confusion as to sponsorship." Id. at 539. In addition, the Supreme Court

noted that the bar on "promotional" uses was confined to promotion relating
,

"to an athletic or theatrical event," which would "directly impinge on the

USOC's right of exclusive use" for such events. Id. at 540.

In short, the San Francisco Arts & Athletics case turned upon a

different, narrowly drawn statute that was aimed primarily at commercial

exploitation of a mark, or uses that would tend to confuse as to source. See

id. at 536, n. 14 (noting that noncommercial uses of Olympic symbols to

criticize might not violate the statute at issue); see also Stop the Olympic

Prison v. United States Olympic Comm., 489 F.Supp. 1112 (S.D. N.Y. 1980)

(noncommercial use of Olympic symbol to criticize USOC was permissible).

Here, by contrast, the challenged portion of the injunction involves a
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content-based restriction on a plainly noncommercial use of a trademark

shared by Motor and Computer, where the court had already determined that

there was no source confusion arising from the use of the domain name. See

L,L. Bean, Inc. v. Drake Publishers, Inc., 811 F.2d 26 (1st Cir. 1987) (Maine

anti-dilution statute could not be used to suppress parody of famous "L.L.

Bean" catalog).

VII. THE DISTRICT COURT DID NOT ABUSE ITS

DISCRETION BY REFUSING TO ORDER FORCED

TRANSFER OF THE DISPUTED DOMAIN NAMES.

Motor manages to spend more than four pages arguing that the district

court should have required forced transfer of nissan.com and nissan.net

without once mentioning the standard of review-s-z.e. abuse of discretion­

and without even citing this Court's most recent decision discussing the

circumstances under which a finding of a Lanham Act violation would

justify ordering forced transfer of a domain name: Interstellar Starship. The

omission is startling, since Interstellar Starship discusses in detail the very

issue Motor raises.

The reasoning of Panavision Int'l v. Toeppen, 141 F.3d 1316 (9th Cir.

1998), upon which Motor exclusively relies, is based upon the notion that

Internet users who type in "company name plus .com" will be discouraged
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from looking for that company's Internet presence if they do not find it at

the first address they try. But as this Court's more recent discussion in

Interstellar Starship recognizes, such an assumption is no longer warranted,

particularly with a name as common in commerce as "Nissan." 304 F.3d at

944. Indeed, given the increasing efficiency of search engines, it is

questionable whether Panavision 's reasoning would apply today even to

unique and highly distinctive trademarks. Acceptance of Motor's reasoning

would be tantamount to saying that the most prominent owner of a

trademark shared by many businesses (whether it be UNITED, AMERICAN

or APPLE) is entitled to the domain name "trademark plus .com" simply

because a majority of Internet users might guess that such a domain name

denotes the website of the "most prominent" user."

Motor's argument that the injunction should be broadened is also
based upon a parade ofhorribles that simply cannot occur. For example,
Motor claims that failing to order transfer of the domain name somehow
"exposes" Motor "to the risk that its NISSAN trademark 'could be
associated' by consumers ... with an unimaginable amount of messages on
[Computer's] web page." MOB 64. But the injunction as entered prohibits
the "messages" that Motor allegedly fears (and in any event, such
"messages" are protected by the First Amendment). Similarly, the notion
that monitoring compliance with the injunction creates an "intractable
burden" (MOB 64-65) is, on its face, so clearly unsupported by the record as
to be laughable. An injunction regulating uses ofnissan.com has been in
place for more than 4 years without creating any "intractable burden" on
either the court or the parties.
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Further, Panavision predated passage of the ACPA, which sets forth

in detail the circumstances under which a court may divest an owner of a

domain name. As this Court pointed out in Interstellar Starship "only upon

proving the rigorous elements of cyber-squatting under the ACPA have

plaintiffs successfully forced the transfer of an infringing domain name."

304 F.3d at 948. Although Motor fails to mention it, Motor lost its cause of

action under the ACPA and does not challenge that decision here. In

essence, Motor is asking this Court to allow it to sidestep its loss under the

ACPA and to rule "that, as a matter of law, any use of [nissan.com] by

[Computer] creates initial interest confusion." Id. at 943.

There was no abuse of discretion in failing to require transfer of the

domain names. The FTDA is not, as Motor seems to view it, a sort of

private eminent domain statute by which owners of well-known marks can

obtain domain names. See MOB 62 (suggesting this Court should order

transfer of domain names "in exchange for the fair value of [Computer's]

investment").
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CONCLUSION

For the foregoing reasons, andfor the reasons stated in the opening

brief, this Courtshould reverse thejudgment on the FfDA claimand direct

entry ofa newjudgment in favor ofNissan Computer and TIC, and should

reverse andremand the sununary judgment on the infringement claim,

Dated: January 9, 2004

Dated: January9, 2004
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Bruce R Fertel
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